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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to the amendment filed August 21 , 2006. The 
applicant elected Group I and the species of claims 2-13 and 15 in response to the 
Election/Restriction Requirement of July 18, 2006. Claims 1, 8, 15, 52 and 53 have 
been amended. Claims 16-50 and 56-58 have been cancelled. Claims 59-89 have been 
added. Claims 1-15, 51-55, 59-70, 83-85, 87 and 89 are rejected for the reasons given 
below. 

2. Newly submitted claims 71-82, 86 and 88 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 
these claims are drawn to the nonelected species of claim 14. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 71-82, 86 and 88 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Claim Objections 

3. Claim 85 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim, or amend the claim to place the claim in proper dependent 
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form, or rewrite the claim in independent form. Claim 85 requires that the first and 
second members of claim 83 be cylindrical; however this requirement is already in claim 
83. 

4. Claim 1 5 is objected to for being identical to claim 4. 



Claim Rejections ■ 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 83 recites the limitation "cylindrical" in the members if the battery. There is 
insufficient antecedent basis for this limitation in the claim. The examiner believes that 
the cylindrical limitation could be eliminated from claim 83 since the first and second 
member are not required to be cylindrical in the rest of the claim and claim 85 requires 
that they be cylindrical. Elimination of "cylindrical" in claim 83 would also overcome the 
objection to claim 85. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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8. Claims 1-10, 12, 15, 51-55, 59-68, 83-85, 87 and 89 are rejected under 35 
U.S.C. 102(e) as being anticipated by Johnson (US Patent 6,955,1 87). 

Regarding claims 1-3, 51-53 and 59-61, Johnson teaches a battery having a 
control valve for controlling airflow into the battery. The control portion is made of two 
cylindrical sleeves, or members, having holes, that can be moved into or out of 
registration depending on whether air is required for the cell. The movement is 
controlled by actuators that are attached to the cylinders (abstract; Figure 1 ; column 3 
lines 9-11). 

As for claims 4, 15 and 62, as seen in Figure 1 , the multiple holes are arranged 
in columns along the cylinders. 

Regarding claims 5 and 63, it can be seen in Figures 5 and 6 that the second 
member is coupled to the mechanism and that the second member moves in relation to 
the first. 

As for claims 83, 85 and 87, the "first member" of the instant application is 
considered the inner member of Johnson and the "second member" the outer member. 
Thus, Johnson also teaches these limitations as discussed above. 

As for claims 6, 9, 55, 64, 67, Johnson teaches that the actuators are made of 
wire shape memory alloys (column 3 lines 55-59). 

Regarding claims 7, 65 and 89, Johnson further teaches that the shape memory 
alloy is preferably TiNi. 
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As for claim 54, in Johnson, the current required to induce a shape change in the 
actuators is generated by electricity from the electrochemical cell (column 4 lines 15- 
17). 

Regarding claims 10, 12 and 68, it can be seen in Figures 5 and 6 of Johnson 
that a member is coupled between the actuator and the upper end portion of the second 
member. 

Regarding claims 8, 66 and 84, Johnson teaches that when the valve is in the 
fully off position, no current flows from the cell to the wire actuator (column 5 lines 22- 
27). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 2. Claims 1 1 , 1 3, 69 and 70 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Johnson. 

The teachings of Johnson as discussed above are incorporated herein. 

Johnson discloses the claimed invention except for the shape memory alloy 
actuator being in the shape of a ribbon instead of a wire. It would have been an obvious 
matter of design choice to use a ribbon or a wire, since such a modification would have 
involved a mere change in the shape of the component. A change in shape is generally 
recognized as being within the level of ordinary skill in the art. MPEP 2144.04 (IV B) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alix Elizabeth Echelmeyer whose telephone number is 
571-272-1 101. The examiner can normally be reached on Mon-Fri 7-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on 571-272-1292. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Alix Elizabeth Echelmeyer 

Examiner 

Art Unit 1745 
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GREGG CAWTELMO 
PRIMARY EXAMWER 




